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Cleveland, OH 441 14 
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Commissioner For Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 
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The applicants are filing herewith a Notice of Appeal and the Notice of 

Appeal fee. 

The claims in the present application stand rejected in the Final Rejection 
of June 9, 2008 under: 

35 U.S.C. § 112 on the grounds that the Examiner does not 
understand the phrase "haptic object" even though it is a common phrase in 
the art to which this application is directed; 

Certificate QfFfixjpg «*-—-- 

J certify that this PRE-APPEAL BRIEF REQUEST FOR REVIEW in connection with Ser. No. IO/621.1i9 is being 
E transmitted to facsimile number 571/273-8300 under 37 CF. R. § 1.8 on the date indicated below. 
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Hilary M. McNULTY 
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35 U.S.C. § 102 as being anticipated by Taylor, which does not 
disclose a haptic object as claimed; or. 

35 U.S.C. § 103 over Taylor in view of Wodicka which does not 
cure the shortcomings of Taylor. 

The 35 U.S.C. § 112 rejection was a new ground of rejection in the 
June 9, 2008 Final Rejection. In the After Final Amendment C of August 8, 2008, the 
applicant addressed the definition of "haptic object" in detail, providing the 
definitionary basis for this term in the specification and in the haptic arts. The 
Advisory Action of September 17, 2008 failed to address the 35 U.S.C. § 1 12 issue, 
and advised the applicant whether the extensive showing that "haptic object" is a 
common term in the haptic arts was successful in overcoming the 35 U.S.C. § 112 
rejection. 

35 U.S.C. § 112 

First, the applicant refers the Examiner and the Panel to pages 15-18 of 
the August 8, 2008 Amendment, which set forth in detail why "haptic object" is a 
term that is well-known in the art. 

Second, the phrase "haptic object" is defined in the claims themselves. 
Claim 1 , by way of example, states: 

. . . haptic object defined by at least one of 

a mapping between a pose of the tool and an output wrench of the 
haptic device and 

a mapping between a wrench applied by the user to the haptic device 
and an output position of the haptic device. 
Thus, the claims themselves define "haptic object". 

Third, the applicant directs the Examiner and the Panel's attention to 
paragraphs [0030] and [0031] of the specification which also define "haptic object". 

Fourth, "haptic object" is a well-known term in the art as evidenced by 
pages 15-18 of the August 8, 2008 Amendment and the extrinsic evidence referenced 
therein. It is submitted that the Examiner's lack of knowledge of commonly used 
terms in the art is not a proper basis for a 35 U.S.C. § 1 1 2 rejection. 
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Fifth, MPEP §2111.01 indicates that the applicant can be his own 
lexicographer. Paragraphs [0030] and [0031] provide a complete definition of the 
term "haptic object". 

35 U.S.C. 8 102/103 
Claim 1, for example, calls for 

the object of interest includes at least one haptic object defined by at 
least one of 

a mapping between a pose of the tool and an output wrench of the 
haptic device and 

a mapping between a wrench applied by the user to the haptic device 
and an output position of the haptic device. 

Taylor does not relate to a haptic device as defined by claim 1. The Examiner 
effectively concedes that Taylor does not disclose a haptic object as defined by 
claim 1 in the Advisory Action, in which he states that claim 1 "excludes Examiner's 
initial interpretation that a mapping between the pose of the tool would be sufficient 
to meet the limitation." 

That is, the Examiner has effectively conceded that claim 1 is not 
anticipated by Taylor as asserted in the Final Rejection and that the only way the 
Examiner can even arguably try to make claim 1 read on Taylor is to interpret "haptic 
object" incorrectly and inconsistently with its common usage in the art to which this 
application pertains. 

A "mapping between the pose of the tool" is unclear, but it appears that 
the Examiner is trying to say that he was trying to interpret the above-quoted language 
from claim 1 as merely determining the orientation of a tool. Such an interpretation 
completely ignores the phrase "haptic object" and the definitions of it which appear 
within claim 1. More specifically, there is no suggestion in Taylor or in the 
Examiner's definition of an output wrench of a haptic device or an input wrench 
applied to the haptic device. 

Claim 1 calls for a haptic object defined by a mapping between a pose of 
the tool and an output wrench of the haptic object or a mapping between a wrench 
applied by the user to the haptic device and an output position of the haptic device. 



PAGE 13/15 * RCVD AT 10/9/2008 2:51:47 PM [Eastern Daylight Time] * SVR:U8PTO-EFXRF-5/10 " DNIS:2738300 * C8tD:21 6241 1666 * DURATION (mm-ss):04-14 



2162411666 



02:58:21 p.m. 



10-09-2008 



14/15 



-4- 

Taylor fails to disclose or fairly suggest a haptic object as defined in claim 1 . Taylor, 
by contrast, relates to an image-guided surgery system in which surgical instruments 
are monitored during a surgical procedure and their locations are displayed or 
superimposed on a diagnostic image. The system includes passive manipulation aids 
(column 1 3, line 46) to provide real-time advice to the surgeon based on the sensed 
relationship between a surgical plan and a surgical execution (column 13, 
lines 49-52). The system enhances what the surgeon sees, such as by visibly 
displaying the path of a surgical instrument on a displayed diagnostic image. This 
enables the surgeon to plan a trajectory for the surgical instrument and plot it on the 
image. By monitoring the position of the tools, such as with a video camera, the tool 
can be superimposed on the same diagnostic image such that the surgeon can see if 
the tool is following the planned trajectory. Because the surgeon may not want to 
observe the video display continuously, "advice" is provided in other ways as well as 
visual. For example, an audible signal can be generated when the instrument deviates 
from the path (column 20, lines 49-50). As another example, the system can provide 
resistance or braking force to indicate that the surgical tool is deviating from the 
planned trajectory (column 21, lines 13-15) or can even lock the tool from moving off 
the trajectory (column 14, lines 21-25). Unlike the present invention, these resistance 
or braking forces cannot generate forces as described in Claim 1 . The resistance or 
braking forces are only generated based on the user's motion, i.e., when the user 
pushes against the brake. 

Thus, Taylor is concerned with visualizing the position of a surgical tool 
in the interior of a patient where it is not readily observable by displaying the tool or a 
representation of a tool on a diagnostic image and which gives the surgeon "advice" if 
the tool is moved other than along a planned trajectory. 

Accordingly, it is submitted that Taylor neither discloses nor otherwise 
puts the reader in possession of the concept of using a haptic object which is defined 
by at least one of mapping between a pose of the tool and an output wrench of the 
haptic device or a mapping between a wrench applied by the user to the haptic device 
and an output position of the haptic device. 

The other independent claims also call for a "haptic object". 

Wodicka, which was applied against some of the independent and 
dependent claims was not cited to and does not cure this shortcoming of Taylor. 
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Wodicka, which discloses a device for acoustically guiding an endotracheal tube, does 
not disclose or suggest modifying Taylor to add a haptic object as defined by the 
claims. 

For the reasons summarized above and as set forth in greater detail in the 
Amendment C of August 8, 2008, it is submitted that all claims comply with the 
requirements of 35 U.S.C. §§ 102, 103, and 112. 

An early withdrawal of the Final Rejection and an allowance of all claims 
is requested. 



Respectfully submitted, 
FAY SHARPE LLP 




Thomas E. Kocotfsk} 
Reg. No. 28,383 

1 1 00 Superior Avenue, 7th Floor 
Cleveland, OH 44114-2579 
(216) 861-5582 
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